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Opi nion by Chapman, Adm nistrative Tradenmark Judge:
Moosehead Breweries Limted (a corporation of

Canada) has filed a petition to cancel a registration on

the Principal Register issued to Otto Brothers’ Brew ng

Conpany, Inc. (a Wyom ng corporation), for the mark MOOSE

JUI CE for “beer.”?

! Registration No. 1,652,781, issued July 30, 1991, Section 8
affidavit accepted. The registration file record includes a
“Combi ned Sections 8 & 9 Declaration/Application” filed by G and
Teton Brewing Co., Inc. on July 23, 2001. (There is no
assignment recorded at this Ofice.) |If respondent ultimtely
prevails in this case, then the registration file will be
forwarded to the Post Registration Branch of the USPTO for
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Petitioner asserts as grounds for cancellation? that
it manufactures, and distributes and sells worldw de
brewed al coholic beverages, including beer that is sold
t hroughout the United States; that petitioner has adopted
and extensively and continuously used in comrerce a
famly of “MOOSE” marks includi ng MOOSEHEAD, MOOSE and
t he design of the head of a npose; that petitioner uses
its “MOOSE” famly of marks on and in connection with
beer, clothing, and various other goods and services;
that petitioner owns nine registrations which include the
word MOOSE and/or the design of a npbose head; that
petitioner owns six pendi ng applications, one of which
(application Serial No. 75/249,274 for the mark THE MOOSE
| S LOOSE for beers and al es) has been refused
regi stration based on respondent’s involved registration;
that petitioner has used sonme of its “MOOSE” marks since
|l ong prior to respondent’s clainmed first use date of
Decenber 20, 1989; that petitioner’s first use was at
| east as early as May 1, 1929, and its uses have been
valid and continuous since the respective dates of first

use; that long prior to respondent’s stated first use

exam nation and review of the renewal application. The clained
dates of first use and first use in conmerce are Decenber 20,
1989 and February 12, 1991, respectively.
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date, petitioner adopted and did extensive business
t hroughout the United States under the trade nane
MOOSEHEAD BREVERI ES LI M TED; that petitioner’s word mark
MOOSEHEAD and its design of a noose head mark are fanous
mar ks; and that respondent’s mark, when used on its
goods, so resenbles petitioner’s previously used and
regi stered marks, and famly of “MOOSE” nmarks, as to be
likely to cause confusion, mstake, or deception.?

In its answer respondent denied the salient
all egations of the petition to cancel, and raised the
affirmati ve defense that petitioner “is estopped to bring
cancel l ation proceedi ngs agai nst Regi strant by reason of
the fact that it has never taken any steps to have the
use by Registrant enjoined or to otherw se prevent the
confusion which Petitioner alleges is caused by the use

by registrant.”

2 Petitioner’s nmotion to file an anmended petition for
cancel l ation was granted and the anended petition was accepted
by Board order dated March 2, 1998.

3 Both petitioner’s original and amended pl eadi ngs include a
claimthat respondent’s mark “causes dilution of the distinctive
guality of Petitioner’s fanobus “MOOSEHEAD' and npose design
marks.” To whatever extent, if any, petitioner was asserting a
claimof dilution under Sections 14 and 43(c), it cannot be
entertained by the Board. Dilution becane available as a ground
for cancellation with the enactnent of The Trademark Anendnents
Act of 1999 (with an effective date of August 5, 1999). The
1999 anendnents apply only to applications filed on or after
January 16, 1996. Because respondent’s involved Registration
No. 1,652,781 matured froman application filed on Decenber 26,
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The record consists of the pleadings; the file of
respondent’s registration; the testinmony upon witten
guestions, with exhibits, of (i) Derek O and,
petitioner’s chairman and chief executive officer, (ii)
Paul H MGraw, petitioner’s vice president - finance and

cor porate

1989, there is a statutory bar to any assertion of dilution as a
ground for cancellation.
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secretary, and (iii) Andrew G O and, petitioner’s

mar keti ng manager, U.S.A.; petitioner’s notices of
reliance on (i) the file history of its pending
application Serial No. 75/249,274, (ii) copies of
portions of several printed publications, and (iii)
status and title copies of its nine pleaded
registrations; respondent’s testinmony, with exhibits, of
Charles Oto, respondent’s president; petitioner’s
rebuttal testinmony upon witten questions, with exhibits,
of Paul McGraw, and petitioner’s rebuttal notice of
reliance on the file history of another of its pending
applications (Serial No. 75/512,219).

Both parties filed briefs on the case.* Petitioner
requested an oral hearing, but the parties subsequently
filed a stipul ated wai ver of an oral hearing. Therefore,
an oral hearing was not held.

Evi dentiary Matters

Respondent has essentially objected to petitioner’s

entire record in this case, with the exceptions of

4 Petitioner’s consented motion (filed July 18, 2001) to extend
its tine to file a reply brief by ten days to July 30, 2001 is
granted. See Fed. R Cv. P. 6(b). See also, Patent Rule 1.7,
made applicable to trademark matters by Trademark Rule 2.1
Petitioner’s nmotion (filed July 30, 2001) for leave to file a
reply brief that exceeds the 25-page linmt (based on the
nuner ous evidentiary objections nmade by respondent in its brief)
is granted. See TBMP 8538. Petitioner’s reply brief is
accepted and has been consi dered.
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petitioner’s notice of reliance on status and title
copies of its pleaded registrations, petitioner’s notice

of
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reliance on its application for the mark THE MOOSE | S
LOOSE for beers and ales which was refused registration
based on respondent’s involved registration, and
petitioner’s notice of reliance on the partial file

hi story of petitioner’s pending application for the mark
MOOSE BREW for brewed al coholic beverages.®> Wth few
exceptions, respondent objected to alnost all of the

di rect exam nation questions of petitioner’'s three

testi mony-in-chi ef depositions upon witten questions
(and all exhibits --1(a) through 1(p) and 2 through 25--
related thereto), and to nost of the direct questions
posed at petitioner’s rebuttal deposition upon witten
guestions. (Respondent did not specifically object to
petitioner’s exhibit Nos. 26 and 27 introduced during the
McGraw rebuttal testinony, but respondent did object to

t he questions wherein the witness was asked to identify

t hose exhibits.) 1In its brief respondent renewed its

obj ections, addressing themin five separate sections
under the title “Evidentiary Matters” (pp. 7-24).
Respondent’s objections are generally based on rel evancy,

hearsay, |ack of foundation, |ack of specifics as to tine

> W note that respondent did file a notion to strike
petitioner’s notice of reliance on the partial file history of
one of its applications. In an April 10, 2001 Board order

t hereon, the Board stated “Respondent’s notion to strike is
denied as frivolous ....”
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frame, product, etc., lack of supporting docunentary

evi dence, and i nproper
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rebuttal. Petitioner’s reply brief is devoted solely to
addressi ng respondent’s evidentiary objections.

We find that in the main respondent’s objections are
not well taken. While we have not addressed each
obj ection to each question and to each exhibit
separately, we enphasize that we have consi dered the
record in light of the objections, and all appropriate
evi dence has been considered for the probative value it
may have.

The Parties

Petitioner, |located in Canada, is a manufacturer and
di stributor of beer, which it sells in Canada, in all 50
states of the United States, and throughout many
countries around the world. Started in the 1860s under
the name Arnmy & Navy Brewery, |ater changed to S. O and
Sons & Co., and eventually to Moosehead Breweries
Limted, it first produced MOOSEHEAD PALE ALE in 1928
(when it purchased a brewery which made MOOSEHEAD beer)
and it first sold its beer in the United States in 1974,
but its major launch in the United States occurred in
1978. Since 1978, petitioner has continuously sold beer
in the Untied States under the mark MOOSEHEAD CANADI AN
LAGER BEER and design; and al though not currently doing

so, it has sold al so beer under the marks MOOSEHEAD LI GHT



Cancel | ati on No. 25256

and MOOSEHEAD I CE. The mark THE MOOSE IS LOOSE was a tag
line used in conjunction with the major |aunch of the
beer in the United States in the late 1970s and into
early 1980s.

I n conjunction with pronoting the beer, petitioner
al so sells nunerous other goods under its MOOSEHEAD
mar ks, including, t-shirts, caps, jackets, sweatshirts,
cof f ee mugs, beer nugs, coasters, trays, playing cards,
beach towels, patio unbrellas, wist watches and bunper
stickers. T-shirts sold under the MOOSEHEAD mar ks have
been avail able since 1978. Further, petitioner operates
MOOSEHEAD Country Stores in three Canadi an | ocati ons,
including one in St. Stephen, New Brunsw ck, which is
| ocated just over the border from Maine.

Petitioner has sold about $700 mllion worth of
MOOSEHEAD br and beer in the United States. It advertises
its beer (and related products) in numerous print and
broadcast nedia, through in-store pronotions (e.g.,

di splays at end aisles in supermarkets), onsite at bars
and pubs with signs, coasters and various events such as
THE MOOSE | S LOCSE ni ght, and cel ebrity pronotions such
as sponsoring the Dinah Shore golf tournanent and the
Col orado Ski Team as well as WIlie Nelson wearing a

MOOSEHEAD t-shirt in the novie “Honeysuckle Rose.” In

10
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advertising and pronoting the marks, petitioner works
closely with its inporter and about 500 distributors in
the United States. Petitioner spent approxi mately

$98, 300 on advertising and pronmotional costs in 1978 in
the United States, and for the period late fall 1997

t hrough 1998, that had grown to approximately $4 mllion
dollars (in the United States) on consuner advertisenents
as well as trade advertisenents. |In the ten nonths prior
to March 1998, petitioner had 80, 000-90,000 “hits” on its
websi te, about 40% of which were fromthe United States.

Petitioner’s witnesses testified that while they
were aware of sonme other uses of “MOOSE" marks for beer
(e.g., “Stupid Mose,” “Mosehead Brown Ale,” “Mbose
Juice,” and “Moose Drool”), the first two have ceased use
and one is this registrant, and that petitioner is
prepared to take action against anyone infringing its
trademar ks.

The brothers, Charles and Ernest Otto, incorporated
respondent, Otto Brothers’ Brew ng Conmpany, Inc. in
Wom ng in 1987 and respondent is a mcro-brewery (i.e.,
a brewery that produces 15,000 or |ess barrels of product
per year). Respondent’s first use of the mark MOOSE
JUI CE on beer was Decenber 20, 1989 and its use has been

continuous. According to Charles Oto, mcro-brewed

11
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products are sold nore in their region of origin, are
mar keted to a higher-end consuner, and generally cost
more than donmestic products.®

Respondent’s total advertising and pronotional
expenses for the years 1992 through 1996 are al nost
$47,000, and its sales for the same time period are about
$218,000% The advertisements are generally run in a
vari ety of newspapers and magazines in the |ocal area of
t he Rocky Mountains, and in publications related to
regi onal beer festivals.

M. Oto testified that he was aware of (i) several
third-party uses of marks which include the word *“MOOSE”
for al coholic and non-al coholic beverages, (ii) several
bars with “MOOSE” as part of their nanme, such as “Mangy
Moose Sal oon,” (iii) organizations that sell alcoholic

beverages that use the word “MOOSE” in conjunction wth

® Respondent’s comparison is to “donmestic beers” brewed in the
United States. Because petitioner’s goods are brewed in Canada
and then inported into the United States, they would fall into
the category of “inported beers.”

" Charles Otto testified that the total advertising figures
include all three of respondent’s brands of beer -- TETON ALE,
OLD FAI THFUL ALE and MOOSE JUI CE STQUT; that the figures could
not be separated out for each brand; and that these products are
of ten advertised together.

8 M. Oto testified that the sales of all three brands total ed
about $727,000, with sales of MOOSE JUl CE beer conprising about
25-30% of that nunber; and that TETON ALE is the “best-seller”
of all of respondent’s products.

12
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t heir organi zation, such as the Loyal Order of Mdose, and

(iv) the Moosehead Lake Regi on of Mai ne.
St andi ng

The status and title copies of several of
petitioner’s pleaded registrations for marks such as
MOOSEHEAD and the design of a noose head for beer and
rel ated brewed al coholic beverages, as well as the file

hi story of petitioner’s

13
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application Serial No. 75/249,274 show ng that
petitioner’s application was refused registrati on based
on the involved Registration No. 1,652,781, establish
petitioner’s standi ng. See Cunninghamv. Laser Colf
Corp., 222 F.3d 1307, 55 USPQ2d 1842 (Fed. Cir. 2000).
Respondent did not contest petitioner’s standing.
Priority

Al t hough petitioner owns several registrations,
priority nust be proven in a cancell ation proceedi ng.

See Brewski Beer Co. v. Brewski Brothers Inc., 47 USPQ2d
1281, at 1283-1284 (TTAB 1998). |In this case, petitioner
has established continuous use in the United States of

t he mark MOOSEHEAD CANADI AN LAGER BEER and desi gn

(i ncluding a design of a noose head) mark for beer since
1978, which is well before respondent’s proven use of the
mar k MOOSE JUI CE i n Decenmber 1989. Thus, petitioner has
established priority with respect to that mark for beer
and brewed other al coholic beverages.

Mor eover, petitioner submtted proper status and
title copies of its nine pleaded registrations under a
timely notice of reliance filed in October 1998. In this
regard, when a registration owned by a party has been
properly made of record in an inter partes case, and

there are changes in the status of the registration

14
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between the tine it was made of record and the tine the
case is decided, the Board will take judicial notice of,
and rely upon, the current status of the registration as
shown by the records of the Patent and Trademark O fi ce.
See TBMP 8703.02(a), and the cases cited therein. The
Board hereby takes judicial notice of the current status
of six of the nine registrations on which either a
Section 9 renewal or a Section 8 initial affidavit of use
became due during the interimtinme frame.?

Petitioner submtted status and title copies of the
following registrations for al coholic beverages:

(1) Registration No. 1,198,187, for the mark shown bel ow

% Specifically, the status and title copies of five of the
above-identified registrations (Reg. Nos. 1,198, 187; 1, 217,629;
1,597,390; 1,598,511; and 1,621,134) submitted with petitioner’s
notice of reliance were prepared by the U S. Patent and
Trademark O fice in October 1998, and therefore do not include
information as to the Section 9 renewal affidavits, which were
due subsequent to Cctober 1998. Likewise, with regard to one
registration (No. 2,100,821, the status and title copy did not

15
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for “beer and |ager”?®;

(2) Registration No. 1,511,184 for the mark MOOSEHEAD f or
»n 11.

“beer :

(3) Registration No. 1,514,776, for the mark shown bel ow

for “beer”?'?

(4) Registration No. 1,527,256, for the mark shown bel ow

include information as to the Section 8 subsequently due

t her eon.

10 Reg. No. 1,198,187, issued June 15, 1982, Section 8 affidavit
accepted, Section 15 affidavit acknow edged, comnbi ned Section 9
and 8 affidavits filed (awaiting exam nation). The words
“Canadi an Lager Beer” are disclainmed. The registration includes
a statenent that the stippling and shadi ng shown in the draw ng
is a feature of the mark and does not indicate color. The
claimed date of first use is April 22, 1978.

11 Reg. No. 1,511,184, issued Novenber 1, 1988, Section 8
affidavit accepted, Section 15 affidavit acknowl edged. The
claimed date of first use is May 1, 1929.

12 Reg. No. 1,514,776, issued Novermber 29, 1988, Section 8
affidavit accepted, Section 15 affidavit acknow edged. The words
“Canadi an Beer” and “Light” are disclainmd. The registration
includes a statenent that the lining in the drawing is a feature

16
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for “beer”®: and

(5) Registration No. 2,100,821, for the mark MOOSE f or
“brewed al coholic beverages, nanely, beer, ale, stout
and | ager.”

In addition, petitioner submtted status and title
copies of the follow ng registrations for goods other

t han al cohol i c beverages:

(1) Registration No. 1,217,629, for the mark shown bel ow

for “shirts”?®;

of the mark and does not indicate color. The clainmed date of
first use is Septenber 17, 1987.

13 Reg. No. 1,527,256, issued February 28, 1989, Section 8
affidavit accepted, Section 15 affidavit acknow edged. The
registration includes a statenment that the lining in the draw ng
is for shading purposes only and does not indicate color. The
claimed date of first use is April 22, 1978.

4 Reg. No. 2,100,821, issued Septenber 30, 1997, Section 8
affidavit accepted, Section 15 affidavit acknow edged. This
registration is based on Sections 44(d) and (e), Canadi an

Regi strati on No. TMA285467.

15 Reg. No. 1,217,629, issued Novermber 23, 1982, Section 8
affidavit accepted, Section 15 affidavit acknowl edged. The
claimed date of first use is July 31, 1979. The sonewhat

unr eadabl e wordi ng appearing in this mark reads as foll ows:
Brewed & Bottl ed by Mbosehead Breweries Limted Canada’ s O dest
| ndependent Brewery; 12 fl oz.; and Saint John, New Brunsw ck &
Dart mout h, Nova Scotia, Canada.

17
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(2) Registration No. 1,597,390, for the mark shown bel ow

for “posters, banners, bar signs and crests nmade of
paper” in International Class 16, “tote bags” in

I nternational Class 18, “drinking gl asses, nugs, serving
trays, plastic cups, insulated beverage hol ders, and
portabl e insulated containers for food and beverage” in
I nternational Class 21, and “clothing, nanely, sweaters,
football jerseys, mesh ball caps, winter ball caps,

pai nter hats, aprons, golf shirts, sports shirts, t-
shirts, long john shirts, % ball shirts, hockey
sweaters, cowboy hats” in International Cl ass 25%;

(3) Registration No. 1,598,511, for the mark MOOSEHEAD

for

1® Reg. No. 1,597,390, issued May 22, 1990, Section 8 affidavit
(partial — “posters” and “tote bags” were not included in the
affidavit) accepted, Section 15 affidavit acknow edged, renewed
(10 years). This registration is based on Sections 44(d) and
(e), Canadian Registration No. 360450. The registration
includes a statenent that the lining in the drawing is a feature
of the mark and does not indicate color.

18
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virtually identical goods to those |listed above in

Regi stration No. 1,597,390'; and

(4) Registration No. 1,621,134, for the mark THE MOCSE IS
LOOSE for “posters, bunper stickers and w ndshield
stickers made of paper, playing cards, decals and pens”
in International Class 16, “tote bags, golf unbrell as,
and patio unbrellas” in International Class 18, “portable
i nsul ated containers for food and beverages, bottle
openers, beer mugs, coffee nugs, pewter beer nugs,

dri nking cups and gl asses, and plastic beer cups,” in

| nternational Class 21, and “cl othing, nanely, aprons,
bal | caps, painter hats, sumer mesh hats, summer stripe
hats, wi nter corduroy hats, and sun visors, shirts, polo
shirts, sweatshirts and t-shirts, socks, basebal

uni forns, hockey uniforns, and football jerseys,

neckties, sweaters, and jackets” in International Cl ass
25. 18

Li kel i hood of Conf usi on

7 Reg. No. 1,598,511, issued May 29, 1990, Section 8 affidavit
(partial — the item*“tote bags” was not included in the
affidavit) accepted, Section 15 affidavit acknow edged, renewed
(10 years). This registration is based on Sections 44(d) and
(e), Canadian Registration No. 357860.

18 Reg. No. 1,621,134, issued Novenber 6, 1990, Section 8
affidavit (partial — all the goods in International C asses 18
and 21 were not included in the affidavit) accepted, Section 15
af fidavit acknow edged, renewed (10 years). This registration
is based on Sections 44(d) and (e), Canadi an Regi strati on No.
364664.

19
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We now turn to the issue of |ikelihood of confusion.
Qur determ nation of Iikelihood of confusion nust be
based on our analysis of all of the probative facts in
evidence that are relevant to the factors bearing on the
i keli hood of confusion issue. See In re E. |I. du Pont
de Nemours & Co., 476 F.2d 1357, 177 USPQ 563 ( CCPA
1973). Based on the record before us in this case, we
find that confusion is likely.

Turning first to consideration of the parties’
respective goods, respondent’s identification of goods is

set forth as “beer,” and petitioner’s registered marks

are for goods identified as “beer,” “beer and |ager,” and

20
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“brewed al coholic beverages, nanely, beer, ale, stout and
lager.”' Thus, the parties al coholic beverage goods are
in part identical (beer), and are otherw se very closely
rel ated. Obviously, identical goods are offered through
all the same channels of trade to simlar potential
purchasers, which in this case is the general public.
Respondent’s testinmony regarding its mcro-brewed beer
and the targeted consuners thereof is unavailing because
there are no restrictions or limtations of any kind on
its goods identified as sinply “beer”. See Octocom
Systens Inc. v. Houston Conputer Services Inc., 918 F.2d
937, 16 USPQ2d 1783 (Fed. Cir. 1990); and Canadi an
| rperi al Bank of Commerce, National Association v. Wells
Fargo Bank, 811 F.2d 1490, 1 USPQ2d 1813 (Fed. Cir.
1987) .

Mor eover, when products are | ow priced and subject
to inpul se buying, the risk of |ikelihood of confusion
i ncreases because purchasers are held to a | esser
st andard of purchasing care. See Recot, Inc. v. MC

Becton, 214 F.3d 1332, 54 USPQ2d 1894 (Fed. Cir. 2000).

19 As discussed previously in this decision, petitioner also
owns registrations for various collateral goods (e.g., posters,
bunper stickers, bar signs, pens, playing cards, shirts,
sweaters, hats, drinking glasses, nugs), specifically associated
with its brewed al coholic beverages. However, we have focused
in this case on the brewed al coholic beverages nade and sol d by
both parties.

21
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Qur primary review ng Court has stated “[w] hen marks
woul d appear on virtually identical goods or services,

t he

22
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degree of simlarity necessary to support a concl usion of
i kely confusion declines.” Century 21 Real Estate Corp.
v. Century Life of Anerica, 970 F.2d 874, 23 USPQ2d 1698,
1700 (Fed. Cir. 1992).

Wth that in mnd, we turn to a consideration of the
simlarities/dissimlarities between the marks. First,
we consider petitioner’s contention that it owns a fanmly
of marks characterized by the word MOOSE. The “fam |y”
of marks doctrine has applicability in those situations
where, prior to a defendant’s first use of its challenged
mar k containing a particular feature, the plaintiff had
established a famly of marks characterized by that
feature, so that the defendant’s subsequent use of its
mar k containing the feature for goods or services which
are simlar or related to plaintiff’s will cause the
rel evant purchasing public to assune that defendant’s
mark is yet another menber of plaintiff’'s famly. See
Bl ansett Pharmacal Co. Inc. v. Carnrick Laboratories
I nc., 25 USPQ2d 1473, 1477 (TTAB 1992); and Econo- Travel
Mot or Hotel Corp. v. Econ-O Tel of Anerica, Inc., 199
USPQ 307 (TTAB 1978). It is well settled that nmerely
adopting, using and registering a group of marks having a

feature in common (e.g., the term MOOSEHEAD, the design

23
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of a noose head?®) for sinmilar or related goods or
services is insufficient to establish, as against a

def endant, a claimof ownership of a famly of marks
characterized by the feature. Rather, it nust be
denonstrated that prior to defendant’s first use of its
chal | enged mark, the various marks said to constitute the
plaintiff’s famly, or at |east a good nunber of them
were used and pronoted together in such a manner as to
create anong purchasers an association of compn

owner shi p based upon the famly characteristic. See J &
J Snack Foods Corp. v. MDonald s Corp., 932 F.2d 1460,
18 USPQ2d 1889 (Fed. Cir. 1991); Wtco Chem cal Co. v.
VWhitfield Chem cal Co., 418 F.2d 403, 164 USPQ 43 ( CCPA
1969); Hester Industries Inc. v. Tyson Foods Inc., 2
USP2d 1646 (TTAB 1987); and Dan River, Inc. v. Apparel
Unlimted, Inc., 226 USPQ 186 (TTAB 1985).

Certainly, petitioner’s overall mark shown bel ow

20 petitioner contends its family of “npose” marks is made up of
not only those marks which include the term MOOSE but al so those
whi ch include the design of a noose.

24
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establi shes that petitioner uses the word mark MOOSEHEAD
together with its “design of a noose head” mark.

However, petitioner has generally failed to prove the
specifics of pronotion and/or use of its various “MOOSE”
mar ks (e.g., MOOSEHEAD, THE MOOSE | S LOOSE, MOOSE)
together as a famly of marks; and in particul ar,
petitioner has failed to establish that such use by
petitioner was prior to defendant’s proven first use in
Decenber 1989. Many of petitioner’s exhibits show ng
several of its “MOOSE” fam |y of marks used together were
uses subsequent to defendant’s first use. Because
petitioner’s evidence is insufficient to show that
petitioner established a famly of “MOOSE” marks prior to
respondent’s first use, the issue of likelihood of
confusi on nmust be determ ned by conparing respondent’s
mark with each of petitioner’s registered marks

consi dered individually.

As expl ai ned previously, in our analysis of the
simlarities/dissinmlarities of the many involved goods,
we focused on “beer,” “lager,” “stout,” and “ale,”
wi t hout considering the many col |l ateral goods on which
petitioner uses its marks. Likew se, in our analysis of
t he numerous asserted marks of petitioner, we will focus

essentially on the nost pertinent marks, MOOSEHEAD and

25
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MOOSEHEAD CANADI AN LAGER BEER and design (including the
desi gn of a noose head).

VWil e petitioner’s marks MOOSEHEAD and MOOSEHEAD
CANADI AN LAGER BEER and desi gn, and respondent’s mark
MOOSE JUI CE, are not identical, they are simlar in
sound, appearance, connotation and comrercial inpression.
It is not inproper to give nore weight to a dom nant
feature of a mark, provided the ultinmte conclusion rests
on a consideration of the marks in their entireties. See
In re Dixie Restaurants Inc., 105 F.3d 1405, 41 USPQ2d
1531 (Fed. Cir. 1997); In re National Data Corporation,
753 F.2d 1056, 224 USPQ 749 (Fed. Cir. 1985); and In re
Appetito Provisions Co. Inc., 3 USP@Q@d 1553 (TTAB 1987).

The word MOOSE is the dom nant feature and thenme of
both parties’ marks. It connotes the sane hoofed anim
for both parties. To the extent it may connote “the
great outdoors,” again the connotation is the same for
both parties. Mdreover, it is the first part of a mark
which is nost likely to be inpressed upon the mnd of a
purchaser and be renmenbered by the purchaser. See Presto
Products Inc. v. Nice-Pak Products Inc., 9 USPQ2d 1895,
1897 (TTAB 1988). Purchasers will likely remenber MOOSE
even if they do not necessarily renenber the follow ng

portions. In fact, the mnor differences in the marks
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may not be recalled by purchasers or users seeing the

mar ks at separate tines. The enphasis in determ ning

I i kel'i hood of confusion is not on a side-by-side
conparison of the marks, but rather nust be on the

recoll ection of the average purchaser, who normally
retains a general rather than a specific inpression of

t he many trademarks encountered; that is, the purchaser’s
fallibility of nmenory over a period of time nmust also be
kept in mnd. See G andpa Pidgeon’s of M ssouri, Inc. v.
Borgsm ller, 477 F.2d 586, 177 USPQ 573 (CCPA 1973); and
Spoons Restaurants Inc. v. Mirrison Inc., 23 USPQR2d 1735
(TTAB 1991), aff’d unpub’d (Fed. Cir., June 5, 1992).

Purchasers, upon seeing respondent’s mark MOOSE
JUI CE used on beer, would assune that respondent’s goods
cone fromthe same source as petitioner’s beer, or are
sponsored by or associated with petitioner.

Further, respondent has chosen to display its mark
MOOSE JU CE in a manner with several simlarities to that
of petitioner. Although we do not ordinarily |ook to the
trade dress of a word mark in determ ning the issue of
i kel'i hood of confusion, we cannot help but note in this
case that in addition to carrying the words MOOSE JUI CE,
respondent’s trade dress has numerous simlarities to

that of petitioner, including use of the color green, the
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oval /circul ar design with an outside band, a banner
crossing the oval/circul ar design near the bottomthird
of same, wording appearing within the banner, and the
design of a nobose. See Kenner Parker Toys Inc. v. Rose
Art Industries Inc., 963 F.2d 350, 22 USPQ2d 1453, 1458
(Fed. Cir. 1992); and Specialty Brands Inc. v. Coffee
Bean Distributors, Inc., 748 F.2d 669, 223 USPQ 1281
(Fed. Cir. 1984).

Overall, we find respondent’s mark MOOSE JUI CE
simlar to petitioner’s marks MOOSEHEAD and MOOSEHEAD and
design in sound, appearance, connotation and comrerci al
i mpression. *

Anot her du Pont factor we consider in this case is
the strength of petitioner’s marks.?* Petitioner has
clearly denonstrated that its nmarks MOOSEHEAD and
MOOSEHEAD CANADI AN LAGER BEER and design are very strong
and wel |l -known in the beer business. |In particular,
petitioner has engaged in selling brewed al coholic

beverages in the United States since 1978, and it has

2l Respondent argued that petitioner’s mark MOOSEHEAD is weak
because it is a geographic termand conveys a geographic
connotation. Wile the record shows there is a Mbosehead Lake,
Mai ne, the record is devoid of evidence that the rel evant

pur chasi ng public perceives the marks MOOSEHEAD and MOOSEHEAD
CANADI AN LAGER BEER and desi gn as geographic terns rel ating

t heret o.
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achi eved significant sales in the United States, with
substantial suns spent on advertising. Petitioner also
i ntroduced nunmerous nedi a stories published about
petitioner, its history, and its business. There is no
guestion that petitioner’s |launch of MOOSEHEAD beer in
the United States was highly successful. However,
outside of the sales and advertising expenditures, much
of the evidence relating to the asserted fanme of
petitioner’s marks dates fromthe time frame nuch cl oser
to that launch than to the present (e.g., “Fortune,”
Novenmber 5, 1979; sponsorship of the Di nah Shore golf
tournanent). Some of the nedia stories are fromtrade
journals for the brewing industry, and sonme are in
Canadi an publications. Thus, even though petitioner
testified that all but two of the Canadi an publications
are distributed in the United States, there is no

i nformation concerning the extent of that distribution or
to whomthey are distributed in the United States. There
is essentially no evidence from consumers about
recognition of the petitioner’s marks, particularly,
MOOSEHEAD and MOOSEHEAD CANADI AN LAGER BEER and desi gn.

There is no evidence that several of petitioner’s marks,

22 petitioner only pleaded that two of its marks, “MOOSEHEAD
and “noose design,” are fanpbus. Paragraphs 14-15 of the anended
petition to cancel.
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i ncluding the design of a nobose head, MOOSE, and THE
MOOSE IS LOOSE, are by thensel ves, recognized by the

pur chasi ng public as fanous nmarks. Petitioner’s stores

i n Canada no doubt receive custoners who cone fromthe
United Sates, but there is no specific breakdown of
information along those lines. W are left to speculate
as to the actual inpact of petitioner’s involved marks on
the m nds of consunmers. See Fossil Inc. v. Fossil G oup,
49 USPQ2d 1451, 1457 (TTAB 1998); and General MIIls Inc.
v. Heath Valley Foods, 24 USPQ2d 1270, 1277 (TTAB 1992).

We are reluctant to treat petitioner’s pleaded narks
as “famous” on the record before us. However, we do not
hesitate to find that petitioner’s marks MOOSEHEAD and
MOOSEHEAD CANADI AN LAGER BEER and design are wel |l -known
mar ks for beer and other brewed al coholic beverages, and
are thus entitled to a broad scope of protection. See
Cunni ngham v. Laser Colf Corp., supra; and Henry Siegel
Co. v. M& R International Mg. Co., 4 USPQd 1154, 1161
(TTAB 1987).

Anot her du Pont factor to be considered in this case
is the nunmber and nature of simlar marks in use for
sim |l ar goods. Respondent contends that its w tness, M.
Charles Oto, testified that there are bars, breweries

and organi zations using the term “nmoose” in their marks
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or names; and that petitioner’s wi tnesses’ testinmony
regarding its alleged “policing” of its marks is

i nadm ssi bl e hearsay. Conversely, petitioner contends
that M. Oto nerely testified that he had “heard of”
several tradenmarks used by third parties that include the
word “noose,” and he then naned some that “conme to m nd”
(dep., p. 19); that petitioner has undertaken policing
efforts against the use by others of marks including the
term “nmoose”; and that there is no evidence of any
unchal | enged uses of third-party marks.

VWil e both parties’ testinony on this point has been
consi dered, we note that M. Oto's nmenory of seeing a
few marks with “nmoose” as part of the mark does not
establish significant third-party uses of which the
purchasing public is clearly aware. Moreover, petitioner
established that the third-party “nmoose” marks recall ed
by respondent’s witness have generally been successfully
contested by petitioner, with some chall enges still
pendi ng.

The Board has in the past given weight to credible
and probative evidence of w despread, significant and
unrestrained use by third parties of marks contai ni ng
el ements in comon with the mark which is the subject of

the petition to cancel on grounds of |ikelihood of
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confusion to denonstrate that confusion is not, in fact,
likely. See Hilson Research Inc. v. Society For Human
Resour ce Managenent, 27 USPQd 1423, 1431 (TTAB 1993),
citing Mles Laboratories Inc. v. Naturally Vitamn
Suppl enents Inc., 1 USPQd 1445, 1462 (TTAB 1986, anended
1987). In the case now before us, respondent’s evidence
of third-party uses is mnimal, consisting solely of M.
Oto's testinony that he recalled sonme marks incl uding
the term “noose” used for beer products, sone
organi zations with “MOOSE” as part of their nanmes, and
one bar with “npose” in its name. The nanes of various
organi zations (e.g., Fraternal Order of Moose, Loyal
Order of Mbose) are not relevant to the use of the term
“noose” on brewed al coholic products. Wth regard to the
asserted third-party uses of “npose” on beer products, it
is clear that petitioner has successfully chall enged many
of those marks, while sone others remain involved in
pendi ng chall enges. There is certainly no show ng of
wi despread, significant and unrestrained third-party use
in this case.

Finally, the lack of actual confusion is not a
factor wei ghing heavily against petitioner. The record
shows that respondent has had m ninmal sales of its

product during a seven year period ($150,000 from 1991-
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1997), and it sells its beer in, at nobst, eleven states.
Thus, there has been neither significant overlap nor
significant opportunity for actual confusion. Moreover,
we are not convinced that purchasers of beer are likely
to conpl ain about confusion as to the source thereof. In
any event, instances of actual confusion are not
necessary to prove the issue of likelihood of confusion.
See Gllette Canada Inc. v. Ranir Corp., 23 USPQ2d 1768
1774 (TTAB 1992).

In view of the simlarities of the marks; the
strength of petitioner’s marks; the identical and closely
rel ated goods; identical trade channels and identical
potential purchasers; and the conditions under which and
t he buyers to whom sal es of beer products are made, we
find that there is a likelihood that the purchasing
public woul d be confused when respondent uses MOOSE JUl CE
as a mark for beer.

Laches

Respondent contends that petitioner is guilty of
| aches as there was a substantial delay by petitioner,
after constructive notice of respondent’s mark, in
asserting any potential rights in petitioner’s mark

agai nst respondent’s mark. (Brief, pp. 40-42.)
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Respondent bears the burden of proving its asserted
affirmati ve defense. In order to prevail on this
affirmati ve defense, respondent nust establish that there
was unreasonabl e and unexcused del ay by petitioner in
asserting its rights, and material prejudice to
respondent resulting fromthe delay. See Advanced
Cardi ovascul ar Systenms Inc. v. SciMed Life Systens Inc.,
988 F.2d 1157, 26 USPQRd 1038 (Fed. Cir. 1993); and
Li ncoln Logs Ltd. v. Lincoln Pre-Cut Hones, Inc., 971
F.2d 732, 23 USPQd 1701, 1703 (Fed. Cir. 1992). Laches
is an equitabl e defense neasured by del ay wei ghed agai nst
the resulting prejudice to respondent. Mere delay al one
does not necessarily result in conditions sufficient to
support a defense of |aches. Rather, there nust also
have been sone detrinment due to the delay. See 3 J.

Thomas McCarthy, McCarthy on Trademarks and Unfair

Conpetition, 820:76 (4th ed. 2000).

In this case, the record shows the follow ng:
respondent’s involved mark was published for opposition
in Septenmber 1990; the registration issued as
Regi stration No. 1,652,781 on July 30, 1991; petitioner
filed its petition to cancel on July 12, 1996; and
petitioner did not contact respondent prior to filing the

petition to cancel (Otto dep., pp. 27-28). Thus,
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petitioner del ayed about five and one-half years before
t aki ng action agai nst respondent’s registration for the
mar k MOOSE JUI CE. However, respondent did not argue in
its brief, and there is no evidence regardi ng any
specific reliance by respondent on petitioner’s silence,
any actions taken by respondent based on petitioner’s
silence, or any prejudice to respondent due to
petitioner’s failure to proceed agai nst respondent until
the filing of the petition to cancel. Respondent asserts
only that petitioner did not act against this
registration for nore than five years fromthe date the
application was published for opposition.

On cross exanmination of M. Otto, petitioner
established that respondent admtted in its response to
petitioner’s request for adm ssion No. 18 that for the
seven years 1991 through 1997, respondent’s doll ar anount
of sales for beer products sold under the mark MOOSE
JUI CE was | ess than $150, 000; that the geographic extent
of respondent’s use of its mark extended to, at nost, 11
states; and that respondent has ceased selling beer in
M chigan (Oto dep., pp. 32-34.) Thus, it appears
respondent’s business under this mark is declining rather

t han expandi ng.
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Mor eover, petitioner’s witness, M. MG aw,
testified that petitioner did not beconme aware of
respondent’s mark until it conducted, as a normal part of
its business (which is does on a continuing basis), a
search for availability of marks in 1995 or 1996, and
that petitioner “immediately” contacted its trademark
attorneys to deal with the situation (First MG aw dep.,
pp. 9-10), with the petition filed shortly thereafter.

We do not find on this record that five to six years
is an inordinate tinme delay. The petition to cancel was
filed within (al beit near the close of) the five year
time period all owed under Section 14(1) of the Tradenmark
Act for a petition to cancel based on a claimof priority
and |ikelihood of confusion. Respondent has not proven
any prejudice attributable to the delay. For all of the
above reasons, respondent has not established that
justice requires petitioner’s claimbe barred, and
respondent’s defense of |aches fails. See Charrette
Corp. v. Bowater Comrunication Papers Inc., 13 USPQd
2040 (TTAB 1989).

Deci sion: The petition to cancel is granted, and
Regi stration No. 1,652,781 will be cancelled in due

course.
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